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6) IEI Claim(s) 10-18 is/are rejected. 
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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 7/30/08 has been entered. 

Claim Objections 

2. Claims 2 and 1 1 are objected to because of the following informalities: In claims 2 and 
1 1 the limitations are noted by numeral (iii), however newly amended claims 1 and 10 also 
contain numeral (iii). As best understood, claims 2 and 1 1 should be noted with numeral (iv) as 
opposed to (iii). 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 
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4. Claims 10, 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by Lenglet 

et al. (US 2002/0106538). 

Regarding claims 10, 17 and 18, Lenglet discloses an apparatus for the exothermic 
generation of syngas by the partial oxidation (paragraph [0015]) of a hydrocarbon- 
containing fuel comprising: 

(i) reacting the hydrocarbon-containing fiiel with an oxygen containing gas in a first 
reactor (3) to produce the syngas and byproducts comprising C02, H20 and soot 
(paragraphs [0004], [0022]); and 

(ii) introducing the syngas and byproducts into a second reactor (filter, 7, 14, see flow 
diagram of Fig. 1) containing a non-carbonaceous material (ceramic, paragraph [0027]) 
that traps the soot for a sufficient time such that the majority of the byproduct soot is 
gasified (paragraph [0041]) via reaction with the byproduct C02 (from gasification of 
soot) to produce a syngas stream that is depleted in the soot (see abstract). 

Regarding limitations recited in claim 10 which are directed to a manner of operating 
disclosed system, neither the manner of operating a disclosed device nor material or 
article worked upon fiirther limit an apparatus claim. Said limitations do not differentiate 
apparatus claims from prior art. See MPEP §21 14 and 21 15. Further, process limitations 
do not have a patentable weight in an apparatus claim. See Ex parte Thibault, 164 USPQ 
666, 667 (Bd. App. 1969) that states "Expressions relating the apparatus to contents 
thereof and to an intended operation are of no significance in determining patentability of 
the apparatus claim. 



Application/Control Number: 10/715,757 Page 4 

Art Unit: 1795 

Regarding claim 18, Lenglet further discloses a fluid (via valve (21)) added to the 
syngas and byproducts (see flow diagram of Fig. 1) produced by the first reactor prior to 
introducing the syngas and byproducts into the second reactor. 

5. Claims 10, 12, 15 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Edlund et al. (US 2001/0045061). 

Regarding claims 10, 12 and 16, Edlund discloses an apparatus for partial oxidation 

for the production of hydrogen and carbon monoxide, or syngas (paragraph [0020]) fi-om 

hydrocarbon containing fuel (see abstract) comprising: 

(i) reacting the hydrocarbon-containing fuel (stream 16) with an oxygen containing 
gas (partial oxidation, paragraph [0020]) in a first reactor (32) to produce the syngas 
(hydrogen rich stream) and byproducts comprising C02, H20 (inherent from partial 
oxidation of hydrocarbon feed) and soot (particulates, see abstract); and 

(ii) introducing the syngas and byproducts (via conduit 36) into a second vessel 
(filter, 60) containing a non-carbonaceous material (sintered metal, ceramic, paragraph 
[0043]); and 

Regarding limitations recited in claims 1 0 and 1 7 which are directed to a manner of 
operating disclosed system, neither the manner of operating a disclosed device nor 
material or article worked upon fiirther limit an apparatus claim. Said limitations do not 
differentiate apparatus claims from prior art. See MPEP §2114 and 2115. Further, 
process limitations do not have a patentable weight in an apparatus claim. See Ex parte 
Thibault, 164 USPQ 666, 667 (Bd. App. 1969) that states "Expressions relating the 
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apparatus to contents thereof and to an intended operation are of no significance in 
determining patentability of the apparatus claim. 

Regarding claim 15, Ediund, as discussed in claim 10 above further discloses the 
non carbonaceous material contained in the second reactor (filter) is in the form of rings 
(discs, paragraph [0043]). 

6. Claim 1 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Ediund et al. (US 
2001/0045061) as applied to claim 10 above, and further evidenced by Clawson et al. (US 
6,641,625). 

Regarding claim 11 , Ediund, as discussed in claim 10 above, further discloses 
recovering a portion of the heat fi'om the soot depleted syngas stream partial oxidation 
and using at least a portion of the recovered heat to facilitate the additional production of 

syngas via catalytic reforming of natural gas and steam (paragraph [0020]), which is 
known in the art as autothermal reforming (see Clawson col. 3 lines 53-62). 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lenglet 
et al. (US 2002/0106538) as applied to claim 10 above, and further in view of Michalko (US 
3,714,071). 

Regarding claims 13 and 14 Lenglet as discussed in claim 10 above, teaches the 
non-carbonaceous material as ceramic combustion catalyst support for the combustion 
(high temperature) of hydrocarbons (paragraphs [0050] and [0054]) but does not 
explicitly disclose spherical alumina (a variety of ceramic) as the non-carbonaceous 
material. 

Michalko also discloses a method and apparatus for treating combustion byproducts 
by oxidation/combustion of hydrocarbons (col. 1 lines 1 1-20). Michalko teaches low- 
density alumina spheres/catalyst support (see abstract) that are utilized in an internal 
combustion engine to further oxidize/combust byproducts of the incomplete combustion 
of a fuel (col. 1 lines 3-30). Michalko teaches this as a preferable way of improving the 
strength of the oxidation/combustion catalyst at high temperatures (see abstract and title). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize the low density alumina spheres of Michalko in the 2°'* reactor of 
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Lenglet as a preferable way of oxidizing the incomplete combustion byproducts (soot) 
with a catalyst and catalyst support of high strength at high temperatures. 

Response to Arguments 

10. Applicant's arguments filed 7/30/08 have been considered but are moot in view of the 
new ground(s) of rejection necessitated by amendment. 

Allowable Subject Matter 

11. Claims 1 and 3-9 allowed. 

12. Claim 2 would be allowable if an amendment is made to overcome the objection set forth 
above. 

13. The following is a statement of reasons for the indication of allowable subject matter: In 
claim 1 , Applicant claims a second reactor which traps soot exhausted from a sjoigas producing 
reactor which operates at steady state and gasifies the majority of the trapped soot in the second 
reactor with the by-products of the syngas producing reactor in order to regenerate the 
filter/apparatus that traps soot. The prior art also teaches a second reactor which traps soot 
generated in a syngas producing reactor and gasifies said soot to remove the soot from the 
filter/apparatus that traps soot. However, the prior art does not teach or suggest a second reactor 
which operates at steadv state and gasifies a majority of the soot with the by-products of the 
syngas producing reactor at the same rate at which the second reactor traps the soot. 
Furthermore, the prior art teaches regenerating/removing the soot fi-om the second reactor by 
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shutting down the second reactor and using a source other than the byproducts of the syngas 
producing reactor to gasify the soot. 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW J. MERKLING whose telephone number is 
(571)272-9813. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on (571) 272-1446. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. J. M.I 

Examiner, Art Unit 1795 



/Alexa D. Neckel/ 

Supervisory Patent Examiner, Art Unit 1795 



